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DETAILED ACTION 

Claim Objections 

Claim 25 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. 

Claim 25 states that the fatty alcohol has one free hydroxyl group, which fails to 
furthr limit the term "fatty alcohol" in claim 21. 

Claim Rejections - 35 USC §112 

The rejection under section 1 12, second paragraph is maintained and repeated 
below. Applicant's amendments and comments in connection with this ground of 
rejection are also addressed. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 24, 26 and 28-31 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 24 recites that the fatty alcohol composition is a relatively pure fatty 
alcohol. Those of ordinary skill in the art would not be apprised of the purity required 
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by the claims based on the term "relatively pure' since the claims does not relate the 
purity to anything. 

Moreover, it is unclear if the term "pure" refers to a particular fatty alcohol in the 
composition, or fatty alcohol content relative to non fatty alcohols in the composition, or 
those that are acylated. Applicant has reformatted claim 7 (previously rejected under 
this section) as claim 24. Notwithstanding Applicant's comments that the rejection is 
mute since claim 7 has been canceled, the issues regarding the term "substantially 
pure" remain with regard to claim 24. 

Claim 28 does not define variable "R". 

Claim 28 also recites that Ri "comprises" an alkyl substituent. It is unclear what 
other groups are included in Ri. 

In claim 26, it is unclear what other types of alcohols are not included by primary, 
secondary or tertiary alcohols. 

Prior Art Rejections 

The prior art rejections are maintained and are applied to new claims 21-31 . 
Applicant's comments with regard to this ground of rejection are also addressed. 

The claims of the application are drawn to, inter alia, a method for improving the 
spreading properties of fatty alcohol containing compositions comprising the step of 
acylating an effective amount fatty alcohols in the fatty alcohol containing composition, 
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whereby the spreading properties are increased over the spreading properties originally 
exhibited. See claim 1. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 21, 22 and 24-26 are rejected under 35 U.S.C. 102(b) as being 
anticipated or, in the alternative, under 35 U.S.C. 103(a) as obvious over Sarabia et al. 
A macrolactonization approach to the stevastelins, Tetrahedron Letters, 15 April 2002, 
Pages 2961 -2965 (Sarabia). 



Sarabia teaches the following reaction at page 2962: 
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Sarabia fails to explicitly state that the spreading properties of the fatty alcohol 
are increased over the spreading properties originally exhibited. However, Sarabia 
substantially teaches the process steps set forth in the rejected claims, and the resulting 
acylated product. Therefore, any physical characteristic possessed, or observed by the 
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fatty alcohol products of the claimed invention, including spreadability, would 
necessarily be also possessed by the products set forth in Sarabia, or at least these 
characteristics would be within the motivation of those of ordinary skill. 

Claims 21-27 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Burke et al., Formal Synthesis of 
Uvaricin via Palladium-Mediated Double Cyclization, Org. Lett., 3 (12), 1953-1955, 
2001. 

Burke teaches the following reaction at page 1954, left column: 
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See preparation of compound 7: 
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Burke fails to explicitly state that the spreading properties of the fatty alcohol are 
increased over the spreading properties originally exhibited. However, Burke 
substantially teaches the process steps set forth in the rejected claims, and the resulting 
acylated product. Therefore, any physical characteristic possessed, or observed by the 
fatty alcohol products of the claimed invention, including spreadability, would 
necessarily be also possessed by the products set forth in Burke, or at least these 
characteristics would be within the motivation of those of ordinary skill. 

Claims 1-27 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Brown et al. Journal of Organic 
Chemistry (1988), 53(2), 246-50, Chemical Abstracts online citation (Brown). 

Brown teaches the following reaction: 

RX(7) OF 26 

92% 

Brown fails to explicitly state that the spreading properties of the fatty alcohol are 
increased over the spreading properties originally exhibited. However, Brown 
substantially teaches the process steps set forth in the rejected claims, and the resulting 
acylated product. Therefore, any physical characteristic possessed, or observed by the 
fatty alcohol products of the claimed invention, including spreadability, would 
necessarily be also possessed by the products set forth in Brown, or at least these 
characteristics would be within the motivation of those of ordinary skill. 
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Claims 21-27 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Serebryakov et al., Izvestiya 
Akademii Nauk SSSR, Seriya Khimicheskaya (1987), (1), 114-18, Chemical Abstracts 
online citation (Serebryakov) 

Serebryakov teaches the following reaction: 

RX(9) OF 45 QH 

M ^(CH2)7^(CH2) 3v ^k Me flcCl. Et3H, Et20 p 

He rfe 
stereoisomers 

OAc 

tie tie 
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Serebryakov fails to explicitly state that the spreading properties of the fatty 
alcohol are increased over the spreading properties originally exhibited. However, 
Serebryakov substantially teaches the process steps set forth in the rejected claims, 
and the resulting acylated product. Therefore, any physical characteristic possessed, or 
observed by the fatty alcohol products of the claimed invention, including spreadability, 
would necessarily be also possessed by the products set forth in Serebryakov, or at 
least these characteristics would be within the motivation of those of ordinary skill. 

Claim 21 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over SU 1432054. 

SU 1432054 teaches acylation of higher fatty alcohols. SU 1432054 fails to 
explicitly state that the spreading properties of the fatty alcohol are increased over the 
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spreading properties originally exhibited. However, SU 1432054 substantially teaches 
the process steps set forth in the rejected claims, and the resulting acylated product. 
Therefore, any physical characteristic possessed, or observed by the fatty alcohol 
products of the claimed invention, including spreadability, would necessarily be also 
possessed by the products set forth in SU 143054, or at least these characteristics 
would be within the motivation of those of ordinary skill. 

The rejection to claim 5 under 35 U.S.C. 103(a) as being unpatentable over each 
of Aarabia, Burke, Brown, Serebryakov, or SU 1432054 is withdrawn since the claims 
no longer specifically require propyryl chloride as an acylating source. 

Response to Arguments 

In connection to the above rejections, Applicant argues that the examiner admits 
that the applied references fail to disclose that the spreading properties of the fatty 
alcohol are increased over the spreading properties originally exhibited" - now 
appearing in the pending claims as amended. Applicant's then conclude that because 
the references does not disclose the limitation of differential improvement of spreading 
properties, then the references may not be properly regarded as anticipating 102(b) 
references. 

However, Applicant's remarks do not address the argument that the references 
substantially teach the process steps set forth in the rejected claims, and the resulting 
acylated product. Therefore, those of ordinary skill would expect, barring any objective 
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evidence to the contrary, that any physical characteristic possessed, or observed by the 
fatty alcohol products of the claimed invention, including spreadability, would 
necessarily be also possessed by the products set forth in the referencea, or at least 
these characteristics would be within the motivation of those of ordinary skill. 
Accordingly, the rejections are maintained. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl J. Puttlitz whose telephone number is (571) 272- 
0645. The examiner can normally be reached on Monday to Friday from 9 a.m. to 5 
p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter, can be reached at telephone number (571) 272-0646. The 
fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Karl J. Puttlitz 
Assistant Examiner 




Supe rvisory Patent Examiner 
Biotechnology and Organic Chemistry 
Art Unit 1621 
(571)272-0646 



